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REMARKS/ARGUMENTS 

Applicant's representative would like to thank the Examiner for his time and the 
courtesies extended during the telephonic interview conducted on January 11, 2005. 

In the above-mentioned Office Action, claims 1-7, 9-12, 14-22, 24-32, 33-48 and 49 were 
rejected under 35 U.S.C. § 101 as being directed to non-statutory subject matter. Claims 21 and 
37-47 were rejected under 35 U.S.C. § 1 12(2) as being indefinite. Claims 1, 2, 4-7, 9, 10, 12, 14- 
16, 20-22, 29, 31, and 32 were rejected under 35 U.S.C. § 102(b) as being anticipated by The 
Fernwood Company, "Sweating the details. . ." article (6/1 1/2000) ("the Fernwood article"). 
Claims 1 and 3 were rejected under 35 U.S.C. § 102(b) as being anticipated by "Hot Wheels" by 
Mattel ("the Hot Wheels advertisement"). Finally, claims 3, 8, 1 1, 13, 17-19, 23-28, 30, and 33- 
48 were rejected under 35 U.S.C. § 103(a) as being unpatentable over the Fernwood article. 

Non-Statutory Subject Matter: 

Regarding independent claim 1, Applicant respectfully submits that the claimed subject 
matter is not an abstract idea, law of nature or natural phenomena that does not apply, involve, 
use or advance the technological arts. The relevant issue here is not whether the recited steps 
could be performed without application or use of technology, as the Examiner appears to assert. 
State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368 (Fed. Cir. 
1998) imposes no such requirement on method claims. Instead, the question is whether the 
claimed method is useful and produces a concrete and tangible result. Id at 1358-59. Clearly 
the method of claim 1 is useful in that it provides a service that many purchasers may find 
valuable. The claimed method also produces a concrete and tangible result as it results in the 
transfer of a replica of a purchased product to the purchaser. Under State Street, the method of 
claim 1 satisfies the requirements of 35 U.S.C. § 101. 
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Even the Patent Office, in Ex parte Bowman, 61 USPQ2d 119 (Bd. Pat. App. & Int. 
2001), a case that attempted to limit the scope of the State Street decision, has asked only 
whether the Applicant had tied the invention to any technological art or environment by reciting 
the use of technology in the claims or the specification . Id, The Board in Bowman confirmed 
the Examiner's finding that the claimed invention was an abstract idea that did not fall within the 
technological arts because the Applicant had not tied the disclosed and claimed invention to any 
technological art or environment by failing to recite the use of a computer in either the 
specification or the claims. See Id, 

Unlike Bowman, however, the Applicant of the present case has clearly recited the use of 
computing devices, networks and other technology throughout the specification in regards to the 
subject matter of claim 1. The entire discussion of the system and method of Figs. 3 and 4 
(beginning at page 6, line 18 and ending at page 10, line 21) relates to technological 
implementations of the steps recited in the rejected claims. In particular, technological 
implementations of the receiving step and the causing step of claim 1 are found, for example, at 
page 7, line 21 through page 9, line 3. 

Therefore, because Applicant's specification discloses the use of computer technology to 
carry out steps of claim 1 , Applicant submits that the claimed subject matter is tied to the 
technological arts and meets the technological arts requirement of 35 U.S.C. § 101, even as that 
statute is apparently interpreted by the Patent Office. As claims 2-32 depend from claim 1, these 
claims also satisfy 35 U.S.C. § 101. 

Regarding independent claim 33, Applicant has deleted recitations of people pursuant to 
the Examiner's suggestion. Applicant has cancelled dependent claims 40-44 and 46-48 without 
prejudice or disclaimer of the subject matter recited therein. Accordingly, Applicant respectfully 
submits that independent claim 33, as amended, and dependent claims 34- 39 and 45 meet the 
requirements of 35 U.S.C. § 101. 
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Applicant further submits that the analysis set forth above regarding claim 1 also applies 
to independent claim 49, which includes, for example, the steps of causing the creation of a 
replica and causing the creation of a certificate of ownership. Again, Applicant's specification 
describes technological implementations of both of these steps (see, for example, page 8, lines 1- 
9 and page 8, lines 17-23, respectively). 

Finally, Applicant has submitted new claims 50-52, which also satisfy the requirements 
of 35 U.S.C. § 101. Specifically, new claims 50 and 51 include, among other things, causing 
steps that are similar to claim 1. Claim 52 further includes a specific recitation of a computing 
device for use in communicating product and owner information to a replica manufacturer. 

Indefiniteness Rejections: 

Claim 21 has been cancelled without prejudice or disclaimer of the subject matter recited 
therein. Regarding claim 37, the Examiner asserts that the recitation of product information 
being transferred from a merchant computing device to a registrar computing device contradicts 
the recitation in claim 33, from which claim 37 depends, of the transfer of product information 
input into the merchant computing device to a replica manufacturer computing device. 
Applicant respectfully asserts that these claims are neither contradictory nor indefinite. Claim 33 
covers, among other things, methods wherein product information is transferred from a merchant 
computing device directly to a replica manufacturer computing device, as well as methods 
wherein product information is transferred indirectly (i.e., from a merchant computing device to 
a registrar computing device, and then to a replica manufacturer computing device). Claim 37 
merely specifically recites the more narrow method that includes the registrar computing device. 
Accordingly, Applicant respectfully requests that the Examiner withdraw the indefiniteness 
rejection of claim 37 and dependent claim 45. 

35 U.S.C. § 102 Rejections: 

The Examiner relies on the Fernwood article in his rejection of independent claim 1 and 
claims 2, 4-7, 9, 10, 12, 14-16, 20-22, 29, 31, and 32, all of which depend from claim 1. 
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Applicant notes that dependent claims 2 and 21 have been cancelled without prejudice or 
disclaimer of the subject matter recited therein. Regarding independent claim 1, the Examiner 
provides the following analysis: 

"Fernwood discloses that they are a company that makes replicas of 
buildings/landmarks for interested customers. It is disclosed that the Bangor 
Bank (a purchaser) asked Fernwood (the merchant) to make replicas of homes 
newly sold to bank customers. Inherently the bank must provide Fernwood with 
information on what they desire to be made in terms of what kind of house, color 
of house, etc. The replica is disclosed as being given to the purchaser of the home 
by the bank." 

Office Action, page 4. 

Applicant respectfully submits that the Examiner has mistakenly identified the bank as "a 
purchaser" and Fernwood as "the merchant." In the Fernwood article, Fernwood is disclosed as 
being a replica manufacturer and it is implied that the bank was the lending institution for the 
newly purchased homes. The Fernwood article reads as follows: 

"Six years ago, Sandy Manship [of Fernwood] was a nurse and self-taught 
painter. Looking for some extra cash for family activities, she started working 
with a Bangor bank to hand paint replicas of newly purchased homes, which were 
then given to the buyers." 

In the Fernwood article, the newly purchased homes are most closely analogous to 
"products" as recited in claim 1 . The hand painted replicas are most closely analogous to 
"replicas" as recited in claim 1 . Thus, the home buyer in the Fernwood article is most closely 
analogous to "the purchaser" in claim 1, and the home seller, not Fernwood and not the bank, is 
most closely analogous to "a merchant of the product" as recited in claim 1, as amended. 

Claim 1, as amended, includes the step of "offering to the purchaser of the product an 
opportunity to purchase a replica of the product, the offering step being performed by a merchant 
of the product." The Fernwood article says nothing about the home seller, the party that most 
closely resembles the claimed "merchant of the product." Clearly, nothing in the Fernwood 
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article suggests or even hints that the home seller offers the home buyer an opportunity to 
purchase a replica of the home. If anything, the Fernwood article discloses that the bank, a third 
party to the home sale transaction, simply paid Fernwood to make replicas which the bank gave 
as gifts to the home buyers. Even if the bank could be properly considered "the merchant," 
which it cannot, nothing in the Fernwood article discloses, inherently or otherwise, that the bank 
offered the home buyers an opportunity to purchase replicas. Accordingly, Applicant 
respectfully submits that the Fernwood article does not anticipate amended claim 1 . As such, 
dependent claims 4-7, 9, 10, 12, 14-16, 20, 22, 29, 31, and 32 are also not anticipated. 

New claim 51, which includes limitations that are similar to claim 1 (although broader in 
some respects and narrower in some respects), is also not anticipated by the Fernwood article for 
reasons related to those described above with respect to claim 1. More specifically, new claim 
51 recites, among other things, the step of "offering the purchaser at the time of the sale of the 
product an opportunity to receive a replica of the product." Again, Fernwood discloses nothing 
about offering the home buyers an opportunity to receive replicas. Moreover, new claim 51 
requires that this offer, entirely absent in the Fernwood article, be made "at the time of the sale of 
the product." Clearly, the Fernwood article cannot reasonably be relied upon to anticipate this 
claim. 

In the telephonic Examiner's Interview conducted on January 11, 2005, the Examiner 

questioned whether a claim limitation requiring a replica offer "at the time of the sale of the 

product" was supported by Applicant's specification. Applicant respectfully submits that it is. 

With reference to the block diagram of Fig. 2, Applicant's specification states that 

"a method 200 of memorializing the purchase of a product by providing the 
purchaser 10 of the product 4 with a replica 6 begins in step 210 with purchaser 
10 purchasing a product 4 from merchant 14 for himself and/or another. . . . 
Merchant 14 in step 220 offers purchaser 10 an opportunity to buy a replica 6 that 
portrays the purchased product 4. Merchant 14 may provide purchasers 10 or 
owners 12 with a replica in the normal course of business (omitting step 220). In 
such a scenario, the price of the product 4 essentially includes the price of the 
replica 6, thus giving purchasers 10 the impression that the replica 6 is a gift." 
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Applicant's specification, page 3, line 22 - page 4, line 2. 

While this quote does not specifically state that the offer (step 220) is performed "at the 
time of the sale of the product," it is clearly inherent that the offer may be made either at the time 
of the sale or at some later time. Indeed, the alternative method (omitting the offer of step 220) 
clearly suggests that replicas may be provided with the products in the normal course of 
business, the price of the replica being built in to the price of the product. This description of 
replicas provided with the product clearly supports Applicant's assertion that the offering step is 
disclosed as being made "at the time of the sale of the product." 

Additionally, Applicant's specification states: 

"Like the method of Fig. 2, method 400 begins in step 410 with purchaser 10 
purchasing a product from merchant 14 for himself and/or another, and merchant 
14 in step 420 offering purchaser 10 an opportunity to buy a replica 6 that 
portrays the purchased product 4." 

Applicant's specification, page 7, lines 13-16. 

Thus, in one sentence, Applicant describes a method wherein the purchaser purchases a 
product and is offered an opportunity to buy a replica of the product. Clearly, this constitutes 
express disclosure of an offer being made "at the time of the sale of the product." While the 
product purchase (step 410) and the replica offer (step 420) are described as two steps, nothing in 
specification indicates that these steps are not performed during a single transaction. 
Accordingly, for at least the reasons described above, Applicant submits that new claim 5 1 is 
supported by the specification and does not constitute new matter. 

Applicant respectfully disagrees with the Examiner's rejections of dependent claims 4-7, 
9, 10, 12, 14-16, 20-22, 29, 31, and 32. Applicant will not, however, address each of these 
rejections individually as Applicant believes amended claim 1 (from which all of these claims 
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depend) and dependent claim 7 (from which all of claims 9, 10, 12, 14-16, 20, 22, 29, 31, and 32 
depend) are both allowable for the reasons described herein. 

Regarding claim 7, in addition to the arguments above with respect to claim 1, Applicant 
submits that the Examiner has failed to identify a registrar that receives the product information 
from the merchant of the product. As explained above, the "merchant" in the Fernwood article 
can only be the home seller as the home is the "product." The term "merchant" is generally 
defined as u [o]ne who runs a retail business; a shopkeeper." The American Heritage® Dictionary 
of the English Language, 4 th Ed. (2000). Of course, as the home seller is never even mentioned 
in the Fernwood article, there can be no disclosure of "a registrar" that receives product 
information from the home seller. Accordingly, for this additional reason Applicant respectfully 
requests withdrawal of the rejection of claim 7 and claims 9, 10, 12, 14-16, 20, 22, 29, 31, and 32 
which depend (directly or indirectly) from claim 7. 

Applicant respectfully asserts that the Examiner's rejection of claim 16 is wholly 
unfounded and clearly unsupported by the disclosure of the Fernwood article. Claim 16 depends 
from claim 12, which depends from claim 7, which depends from claim 4, which depends from 
claim 1. Claim 4 requires a merchant of the product (here, a new home). As explained above, 
the Fernwood article includes no such disclosure of a merchant. Claim 7 further requires a 
registrar for receiving product information from the merchant and using that information, along 
with owner information, to associate the product and the replica with the owner. Again, as 
explained above, the Fernwood article includes nothing that relates to this limitation. Claim 12 
further requires the step of transferring a replica order from the registrar (not disclosed in the 
Fernwood article) to a replica manufacturer. Finally, claim 16 still further requires the step of 
creating a certificate of ownership associating the product and the replica with the owner. The 
Fernwood article fails to disclose a "merchant" of the homes, a "registrar" for receiving 
information from the undisclosed "merchant" and for associating the home and replica with the 
home buyer (the Examiner's undisclosed "receipt"), a "replica order" transferred from the 
undisclosed "registrar," and a "certificate of ownership" embodying the undisclosed "registrar's" 
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undisclosed "association" of the home and the replica with the home buyer. The Examiner's 
ability to imagine methods wherein the disclosure of the Fern wood article is modified to include 
the many limitations of claim 16 cannot form the basis of a rejection under 35 U.S.C. § 102(b). 
Accordingly, for these additional reasons, Applicant respectfully requests withdrawal of the 
rejection of claim 16. 

In addition to all of the undisclosed limitations required by claim 16, claim 22 further 
requires the step of causing the registrar to update registration records based on the replica and 
the certificate of ownership. The additional limitation of the step of updating "registration 
records" is not even addressed by the Examiner. Applicant cannot conceive of how the 
limitations of claim 22 could be considered disclosed by the Fernwood article. 

Similarly, claim 29 (which also depends from claim 16) requires the transfer of the 
undisclosed "certificate of ownership" to the owner of the product. Nothing in the Fernwood 
article teaches, suggests or even hints that a certificate of ownership associating the newly 
purchased home and its replica with the buyer is transferred in any way to the buyer. 

Next, the Examiner relies on the Hot Wheels advertisement to support rejections of 
claims 1 and 3 under 35 U.S.C. § 102(b). Clearly, amended claim 1 is not anticipated by the Hot 
Wheels advertisement. Nothing in the Hot Wheels advertisement discloses that a merchant of 
the product (a full-sized car) offers the car purchaser an opportunity to purchase a replica (Hot 
Wheels car) of the car. Accordingly, Applicant respectfully asserts that amended claim 1 and 
dependent claim 3 are not anticipated by the Hot Wheels advertisement. 

35 U.S.C. § 103 Rejections: 

Claims 3, 8, 1 1, 13, 17-19, 23-28, 30, and 33-48 stand rejected as being unpatentable over 
the Fernwood article. As noted above, Applicant has cancelled claims 40-44 and 46-48. While 
the Applicant disagrees that it would have been obvious to modify the Fernwood business into a 

-15- 



Appl. No. 10/056,832 

Amdt. Dated January 21, 2005 

Reply to Office Action of December 8, 2004 

vehicle replica manufacturer, Applicant respectfully submits that claim 1 , from which claim 3 
depends, is allowable for the reasons set forth above. As indicated above, amended claim 1 is 
not anticipated by the Fernwood article. Applicant further submits that the method of amended 
claim 1 would not have been obvious in view of the Fernwood article. Nothing in the Fernwood 
article could reasonably be considered to suggest that the home seller (not disclosed in the 
Fernwood article) could offer the home buyer an opportunity to purchase a replica of the home. 
The mere fact that a bank gave away home replicas to home purchasers (possibly as a gimmick 
for generating goodwill and/or business for the bank) in no way suggests that a home seller could 
offer a home buyer an opportunity to purchase a replica. As amended claim 1 is considered 
patentable over the cited art, dependent claims 3, 8, 1 1, 13, 17-19, 23-28, and 30 should also be 
allowed. 

Specifically regarding dependent claims 8, 13, and 23, the Examiner asserts that it would 
have been obvious to equip the business disclosed in the Fernwood article with two computers 
networked together, one for a "registrar," which the Examiner identifies as an employee of 
Fernwood and one for a "merchant," which the Examiner apparently identifies as another 
employee of Fernwood. As explained above in the discussion of claim 1, Fernwood cannot 
properly be considered "a merchant of the product." If any "merchant" is suggested by the 
Fernwood article, it is the home seller. Clearly, nothing in the Fernwood article can reasonably 
be considered to suggest equipping the home seller with a computer and networking that 
computer with another computer of a "registrar" who associates information about the home with 
information about the replica. Accordingly, for this additional reason, claims 8, 13, and 23 
should be allowed. 

Regarding claim 30, Applicant respectfully submits that the post office cannot properly 
be considered "a merchant" as that term is used by Applicant. Accordingly, for this additional 
reason, Applicant submits that claim 30 is allowable over the cited art. 
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Regarding the remaining claims that depend from claim 1 , the Applicant respectfully 
disagrees with the Examiner's conclusions as they are not based upon any cited reference. 

Regarding independent claim 33, the Examiner asserts that the "merchant" is the bank, 
that the bank would inherently have a computing device, that Fernwood is the "replica 
manufacturer," that it would have been obvious for Fernwood to use a computing device, and 
that the Internet was known as of the filing date of the present invention. First, Applicant 
respectfully submits that the bank cannot properly be considered a "merchant" of homes. 
Second, the fact that the Internet was known does not constitute disclosure of "a network 
connecting the merchant computing device and the replica manufacturer computing device." 
Even assuming, without admitting, that Fernwood would use a computing device, the Examiner 
must at least specify some motivation for Fernwood and the bank to use "a network connecting" 
their respective computing devices. Moreover, claim 33 also requires that product information 
be transferred as a replica order over the network. Nothing in the Fernwood article suggests that 
Fernwood could receive product information as a replica order over a network. 

Regarding claims 36 and 39 (which both depend from claim 33 and are believed to be 
patentable for the reasons described above), Applicant respectfully submits that the Examiner 
has failed to point to any teaching, suggestion, or motivation for information relating to an owner 
of the product to be transferred over a network from a merchant computing device to a replica 
manufacturer computing device. Nothing in the Fernwood article suggests in any way that 
Fernwood would have any reason to obtain information relating to the owners of the newly 
purchased homes. This specific limitation of the information transferred over the network is in 
no way taught or suggested by the Fernwood article. 

Regarding claim 38, Applicant respectfully suggests that the Examiner must point to 
some teaching or suggestion, somewhere in the cited art, that a bank employee's computer would 
have "a database containing information corresponding to a plurality of replica manufacturers." 
Absent that, Applicant respectfully submits that claim 38 should be allowed. 
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Regarding claims 40-48, the Examiner summarily states that these claims "are directed to 
the method of using the claimed system which is the intended use of the system; however in 
article claims the manner of use is not given much patentable weight. The manner of use has 
been given patentable weight to the extent that the system of Fernwood is fully capable of being 
used as claimed." Claims 40-43 and 46-48 have been cancelled. Applicant respectfully requests 
that the Examiner cite to specific teachings or suggestions in the cited art that would alone or in 
combination render claim 45, as amended, unpatentable. As Applicant is unable to determine 
any basis for an obviousness rejection, Applicant respectfully submits that claim 45 should be 
allowed. 

For all of these reasons, Applicant submits that claims 1, 3-20, 22-39, 45, and 49-52 are 
not disclosed, taught or suggested by the references of record, thereby placing the application in 
condition for allowance. Applicant respectfully requests allowance thereof. 

Should any questions concerning any of the foregoing arise, the Examiner is invited to 
telephone the undersigned at (317) 237-8327. 

In the event that Applicant has overlooked the need for an extension of time, an 
additional extension of time, payment of fee, or additional payment of fee, Applicant hereby 
conditionally petitions therefore and authorizes that any charges be made to Deposit Account No. 
02-0390, BAKER & DANIELS. 

RespeptmW^ submitted, / 



/Robert D. Null W 
Registration No. 40J746 
Attorney for Applicant 
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